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DETAILED ACTION 

This Office Action is responsive to Applicant's Response to Restriction 
Requirement, filed 09/18/2008. As presented, New Claims 24-49 are pending in the 
instant application and Claims 1-23 are cancelled. 

Information Disclosure Statement 

Applicants' information disclosure statement (IDS), filed on 12/28/2005 has been 
considered. Please refer to Applicants' copy of the 1449 submitted herein. 

Response to Restriction 

Applicants' election with traverse of Group II: Claims 41-46 is acknowledged. 
Applicants' traversal is based on the following arguments: the common structural 
feature for the instant claims is ionogels, which is not taught in the Dai et al. reference. 
Therefore, there is no lack of unity of invention pertaining to the Dai et al. reference. 

In response, the Examiner points out that Ionogels, as defined in the specification 
on page 2, line 15, are materials comprising a continuous solid skeleton that contain an 
ionic liquid. As pointed out by Applicant, Dai et al. teaches a method of synthesizing 
silica-based aerogels. Aerogels are low-density solid-state materials. Applicant states 
that the entrapped ionic liquid was extracted with acetonitrile to afford the final aerogel 
product. However, Applicant fails to appreciate the nature of the material before the 
entrapped ionic liquid was extracted from the aerogel. Before extraction, the material 
comprises a continuous solid skeleton containing an ionic liquid; thus teaching the 
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special technical feature of the instant invention - an ionogel - as defined in the instant 
specification. Therefore, lack of unity of invention was properly made and the restriction 
between Groups l-V is proper and maintained herein. Group II: Claims 41-46 is the 
elected subject matter; therefore, Groups I & lll-V: Claims 24-40 & 47-49 are withdrawn 
as being non-elected inventions. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 41 & 42 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Dai etal. (Chem. Comm. 2000, 243-244; see IDS). It is noted that Claim 41, and the 
dependant claims thereof, is a product-by-process claim. "Even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985); see MPEP 2113. 
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Dai et al. teaches a method of synthesizing silica-based aerogels. Aerogels are 
low-density solid-state materials. Before the entrapped ionic liquid was extracted from 
the aerogel, the material comprises a continuous solid skeleton containing an ionic 
liquid. Dai et al. specifically used 1-ethyl-3-methylimidazolium bis 
[(trifluoromethyl)sulfonyl]amide as the ionic liquid - a preferred component in Claim 42. 
The material is characterized as "a transparent monolith glass," (see instant Claim 43). 
The reference is silent with respect to the other properties of instant Claims 43-46. 

Claim 41 is rejected under 35 U.S.C. § 102(b) as being anticipated by Wang et 
al. (Chem. Comm. 2002, 2972-2973). Claim 41 is a product-by-process claim. "Even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985); see MPEP 21 13. 

Wang et al. teaches a method of synthesizing "an all solid state device" 
comprising a PVDF-HFP polymer filled with the ionic liquid MPII. The instant 
specification defines "lonogel" as a continuous solid skeleton containing an ionic liquid. 
Claim 41 states the same, "an ionic liquid, confined within a continuous solid network 
formed from at least one molecular precursor." The material disclosed by Wang et al. 
fulfills the claim limitations and is therefore anticipatory. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 42 is rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Said claims recite the language "the derivatives of 
the elements of groups 13,14, and 1 5 of the periodic table, or transition metal 
derivatives" and the scope of this term is unclear, such that it fails to define the metes 
and bounds of its limitation. There are, conceivably, infinite derivates of each of said 
elements. Therefore, the scope is unclear. More distinctive terms include, for example: 
AI(C 2 H 5 ) 3 . 

Claim Objections 

Claims 43-46, drawn to the properties of the product in Claim 41 , are objected to 
as being dependent upon a rejected base. 
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Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Nolan whose telephone number is (571) 272- 
4356 and e-mail is Jason.Nola n@uspto.gov. The examiner can normally be reached on 
Mon - Fri (9:00 - 5:30PM). If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Joseph M c Kane can be reached on (571) 272- 
0699. The USPTO fax number for applications is 571-273-8300. Information regarding 
the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system, (either Private PAIR or Public PAIR). Status information for 
unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov . For questions on Private PAIR 
system, contact the Electronic Business Center at (866) 217-9197. 

/Jason M. Nolan/ 

Examiner, Art Unit 1626 
/Rebecca L Anderson/ 
Primary Examiner, Art Unit 1626 



